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DETAILED ACTION 

1 . This action is responsive to the application filed on 2 May, 2001 . Claims 1-7 are 
pending. Claims 1-7 are directed to a "Method and System for Tracking the Online 
Status of Active Users of an Internet-Based Instant Messaging System." 

Specification 

2. The disclosure does not include a "Summary" Section and "Detailed Description 
of the Invention" as required. See MPEP § 608.01(d) and (g). Appropriate correction is 
required. 

3. The abstract in an application filed under 35 USC §111 may not exceed 1 50 
words in length. See MPEP § 608.01(b). Appropriate correction is required. 

Priority 

4. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in PCT on 5/1 1/2000. It is noted, however, that applicant has not filed a 
certified copy of the PCT application as required by 35 U.S.C. 1 19(b). 

Drawings 

5. The informal drawings are not of sufficient quality to permit examination. 
Accordingly, replacement drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to this Office action. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. 
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Applicant is given a TWO MONTH time period to submit new drawings in 
compliance with 37 CFR 1.81. Extensions of time may be obtained under the provisions 
of 37 CFR 1.136(a). Failure to timely submit replacement drawing sheets will result in 
ABANDONMENT of the application. Additionally, the numbers in the flow charts must 
be replaced with text. 

Claim Objections 

6. Each claim must be the object of a sentence starting with "I claim" or "We claim". 
See MPEP § 608.01 (m). In this case the language:" The claims defining the invention 
are as follows " is objected to. Appropriate correction is required. 

Claim Rejections - 35 USC §112 
Claims 3, 7-8 are rejected. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 3 is rejected under 35 U.S.C. §112 TJ2, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention due to ambiguous language from direct translation. A reasonable artisan 
skilled in the art could not comprehend the claims as written. The claim recites: "(iv) 
other activities ..." other activities is undefined within the claim language. It is not clear 
what the boundary of the claim is. Hence, the scope of the claim is unascertainable. 

However, in order to expedite a more complete examination the Examiner 
asserts that this invention is understood as: "sign on activities ." 
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8. Claim 7 and 8 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claimed limitation of " substantially as herein 
described with reference to the accompanying drawings as appropriate ." is vague, 
unclear, and ambiguous. However, to expedite a complete examination of the instant 
application claims 7 and 8 are understood as not incorporating said amorphous 
language in its entirety. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

9. Claims 1-7 are rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Wick (US 6,691,162) in view of Appleman et al. (US 6,539,421). and in further view of 
Carey etal. (US 6,714,793.) 

Wick substantially teaches the invention as claimed including communicating 
with and/or monitoring of a targeted used in computer-network environment (e.g. an 
instant messaging system) involves detecting that the targeted user has signed on to 
the network, and upon detecting the signon, automatically communicating with the 
targeted user. (See abstract). 
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Claim 1 : 

Referring to claim 1 Wick substantially teaches a system for establishing or 
specifying the online status of a user forming part of an instant messaging system 
comprising a plurality of clients having IM client applications of the same or different 
types and an IM server selectively connected to each of said clients via a computer 
network, the system comprising: (See col. 2 line 63 through col. 4, line 40). 

a user database for storing an activity status for each user of the IM system with 
respect to the IM server, said activity status including: (i) a time variable signifying the 
time of or time since the last prescribed involvement of the user with said IM server; and 
(ii) a probability variable signifying the likelihood of the user still being online; (See col. 
4, lines 19-25). 

monitoring means to continuously monitor user activity with said IM server and to 
continuously update the activity status of users stored on said database involved with 
said activity; and (See col. 4, lines 10-18). 

checking means to check the activity status of each user stored on said database 
and adjust said probability variable in a prescribed manner having regard to said time 
variable. (See col. 2, lines 63-col. 3, line 1). 

Wick teaches a computer-implemented method of communicating with a user 
includes detecting that a previously unavailable user is available to receive messages. 
Wick does not explicitly suggest; however, Appelman teaches a method of keeping 
track of the last involvement of the user with the server with a time stamping field at col. 
9, lines 36-56). Hence, it would have been obvious at the time of the invention for an 
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artisan of ordinary skill in the art to combine the teachings of Wick with message time 
stamping as disclosed by Appleman. In the context of "instant messaging" knowing the 
time a message was sent is critical, because knowing when (time) a user is online is an 
important parameter of the system. 

Neither Wick nor Appleman expressly teaches a database for storing an activity 
of the user; however, Carey teaches such concept at col. 3, lines 20-34). Hence, it 
would have been obvious at the time of the invention for an artisan of ordinary skill in 
the art to combine the teachings of Wick with message time stamping as disclosed by 
Appleman with the database as disclosed by Carey. The need exists to provide the 
benefits of instant messaging, immediate knowledge of another on-line status and real- 
time text communication, outside of hard-wired Internet systems. Specifically, in a 
wireless environment, it would be advantageous to know if a subscriber has turned on 
their cellular phone and to communicate via text, which is far less expensive rather than 
voice. Therefore, claim 1 is rejected. 
Claim 2 : 

Referring to claim 2 Wick substantially teaches a system as claimed in claim 1 , 
wherein said client types include clients connected to the computer network via: 

(i) a PC-based instant messaging client application program; (See Fig. 1) 

(ii) a GSM device on a GSM network; 

(iii) an internet browser-based client application; or (See Fig. 2) 

(iv) an email-based client application. (See Fig. 2 and col. 2, lines 17-20). 
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Wick expressly teaches (i), (iii) and (iv), however Wick fails to teach a GSM 
network. However, Carey prominently discloses GSM at col. 3 lines 53-57. Hence, it 
would have been obvious at the time of the invention for an artisan of ordinary skill in 
the art to combine the teachings of Wick with a GSM network as disclosed by Carey. 
GSM is the global system for mobile communications and it is the primary digital 
wireless standard used throughout Europe. Therefore, claim 2 is rejected. 
Claim 3 : 

Referring to claim 3 Wick substantially teaches a system as claimed in claim 1 
wherein said prescribed involvement with said IM server includes: 

(i) one client sending a message to another; (See col. 5, lines 7-22). 

(ii) one client successfully receiving a message sent from another; (See col. 5, 
lines 40-64). 

(iii) one checking the activity status of another user(s); and (See col. 4, lines 6- 

18). 

(iv) sign on activities, involving the IM server system that can be detected by 
computer and electronic methods. (See col. 5, lines 34-39). 

Hence, it would have been obvious at the time of the invention for an artisan of 
ordinary skill in the art to use the teachings of Wick. Therefore, claim 3 is rejected. 
Claim 4 : 

Referring to claim 4 Wick substantially teaches a system as claimed in claiml , 
wherein said computer network is the internet and/or any direct electronic link. (See Fig. 
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2). Hence, it would have been obvious at the time of the invention for an artisan of 
ordinary skill in the art to use the teachings of Wick. Therefore, claim 4 is rejected. 
Claim 5 : 

Referring to claim 5 Wick substantially teaches a system as claimed in claim 1 , 
wherein said client types connected to the computer network via the GSM network have 
SMS capability and are initially connected to the computer network via an SMSC server 
to control and manage said SMS therebetween, said SMSC server and said IM server 
being directly interconnected via said computer network, and wherein said SMSC server 
provides an indication to said monitoring means of the activity of targeted recipient GSM 
clients in response to messages sent to the SMSC server for delivery thereto by said IM 
server. 

Wick extensively teaches the concept of IM throughout (See col. 1 , lines 63-67). 
Wick does not expressly disclose the computer network connected via GSM with SMSC 
capability. However, Carey specifically teaches connection via a GSM network with 
SMSC capability at col. 3, lines 22-58). Hence, it would have been obvious at the time 
of the invention for an artisan of ordinary skill in the art to combine the teachings of 
Instant Messaging (IM) Wick with connection via a GSM network as disclosed by Carey. 
In a wireless environment, it would be advantageous to know if a subscriber has turned 
on their cellular phone and to communicate via text, which is far less expensive rather 
than voice. Therefore, claim 5 is rejected. 
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Claim 6: 

Referring to claim 5 Wick substantially teaches a method for establishing or 
specifying the online status of a user forming part of an instant messaging system 
comprising a plurality of clients having IM applications of the same or different types, 
selectively interconnected to an IM server by way of a computer network, the method 
comprising the following steps: (See col. 2, line 63-col. 3, Iine12), 

storing an activity status for each user of the IM system with respect to the IM 
server, said activity status including: (i) a time variable signifying the time of or time 
since the last prescribed involvement of the user with said IM server; and (ii) a 
probability variable signifying the likelihood of the user still being online; (See col. 4, 
lines 19-25). 

continuously monitoring user activity with said IM server continuously updating 
the stored activity status of users involved with said activity; (See col. 3, lines 46-56; 
See col. 5, lines 34-39, col. 6, lines 44-53). 

checking the stored activity status of each user; and 

adjusting said probability variable in a prescribed manner having regard to said 
time variable. (See col. 3, lines 46-56) 

Wick teaches a computer-implemented method of communicating with a user 
includes detecting that a previously unavailable user is available to receive messages. 
Wick does not explicitly suggest; however, Appelman teaches a method of keeping 
track of the last involvement of the user with the server with a time stamping field at col. 
9, lines 36-56). Hence, it would have been obvious at the time of the invention for an 
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artisan of ordinary skill in the art to combine the teachings of Wick with message time 
stamping as disclosed by Appleman. In the context of "instant messaging" knowing the 
time a message was sent is critical, because knowing when (time) a user is online is an 
important parameter of the system. 

Neither Wick nor Appleman expressly teaches a database for storing an activity 
of the user; however, Carey teaches such concept at col. 3, lines 20-34). Hence, it 
would have been obvious at the time of the invention for an artisan of ordinary skill in 
the art to combine the teachings of Wick with message time stamping as disclosed by 
Appleman with the database as disclosed by Carey. The need exists to provide the 
benefits of instant messaging, immediate knowledge of another on-line status and real- 
time text communication, outside of hard-wired Internet systems. Specifically, in a 
wireless environment, it would be advantageous to know if a subscriber has turned on 
their cellular phone and to communicate via text, which is far less expensive rather than 
voice. Therefore, claim 6 is rejected. 
Claims 7 and 8 : 

Referring to claims 7 and 8, they do not teach or define any significantly new 
limitations above and beyond claims 1-6 to warrant particular treatment, and therefore 
are rejected for similar reasons. 
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Conclusion 



10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

- Alanara et al. (U.S. 6,292,668) teaches "Communication Network Terminal 
Supporting a Plurality of Applications." 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emmanuel Coffy whose telephone number is (703) 305- 
0325. The examiner can normally be reached on 8:30 - 5:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (703) 308-7562. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Emmanuel Coffy 
Patent Examiner 
Art Unit 2157 
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